AMENDMENT UNDER 37 C.F.R. §1.111 
U.S. Appln. No. 10/677,246 



REMARKS 

Claims 1-7 and 13-22 are all the claims pending in the Application. By this Amendment, 
Applicant cancels claims 8-12 directed to a non-elected invention, without prejudice or 
disclaimer. In addition, Applicant adds claims 18-22. Claims 18-22 are clearly supported 
throughout the specification, e.g., Figs. 2A-3H, pages 14-19 of the specification. 

L Preliminary Matters 

The Examiner's initialing of the references listed on Form PTO/SB/08 A & B submitted 

with the Information Disclosure Statement filed on May 6, 2004 is gratefully noted. 

In addition, the Examiner's acknowledgment of the claim to foreign priority is gratefully 
noted. The Examiner, however, failed to acknowledge the receipt of a certified copy of the 
priority document filed on October 3, 2003. Therefore, the Examiner is respectfully requested to 
check the appropriate boxes on the Form PTO-326 indicating that the certified copy of the 
priority document has been received. 

Finally, the Examiner objected to the title for being not descriptive. In view of self- 
explanatory amendments to the title, it is appropriate and necessary for the Examiner to 
withdraw this objection. 

II. Summary of the Office Action 

Turning to the merits of the Office Action, the Examiner rejected claims 1-7 under 35 

U.S.C. § 1 12, second paragraph, claims 1-2, 4, 13, and 15 under 35 U.S.C. 102(b), and claims 5, 

6, 16, and 17 under 35 U.S.C. 103(a). Also, the Examiner has indicated that claims 3, 7, and 14 

contain allowable subject matter. 



8 



AMENDMENT UNDER 37 C.F.R. §1.111 
U.S. Appln. No. 10/677,246 

III. Rejection under 35 U.S.C. § 1 12, second paragraph 

Claims 1-7 are rejected under 35 U.S.C. § 1 12, second paragraph. The Examiner's 

pointing out, with particularity, the aspects of claim 1 thought to be indefinite, is gratefully 

noted. It is appropriate and necessary for the Examiner to withdraw this rejection in view of the 

following comments. 

The Examiner alleges that there is insufficient antecedent basis for the term "the 
opening". MPEP § 2173.05(e) states that failure to provide antecedent basis for the terms does 
not always render the terms indefinite. For example, inherent components of elements recited 
have antecedent basis in the recitation of the components themselves, e.g., "the outer surface of 
said sphere" would not require antecedent basis recitation that the sphere has an outer surface, Id. 
Similarly, a groove will have an opening. That is, an opening is an inherent component of the 
groove. Since the grooves were previously identified in the claim, they provide the antecedent 
basis for the inherent component of "the opening". 

Moreover, the Examiner alleges that the term "may be split" renders the claim indefinite. 
This feature, however, is recited in a "whereby" clause. A "whereby" clause that merely states 
the result of the limitations in the claim adds nothing to the patentability or substance of the 
claim, Texas Instruments Inc. v. U.S. Int'l Trade Comm'n , 988 F.2d 1165, 1171,26 USPQ2d 
1018, 1023 (Fed. Cir. 1993), discussed at § 18.03[l][a], § 18.04[5][a], § 18.05[2][c]; see also In 
re Certain Personal Computers and Components Thereof , 224 U.S.P.Q. 270, 283, 1984 WL 
64146 (U.S. Intern. Trade Comm'n, Mar. 9, 1984) ("Whereby clauses are given no weight if they 
express only a necessary result of the structure already recited in the body of the claims."). Since 
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the whereby clause merely indicates a desired result and does not form an affirmative recitations, 
the term "may be" is proper. 

In view of the above arguments, Applicant respectfully requests the Examiner to 
withdraw these rejections of claims 1-7. 

IV. Prior Art Rejections 

Claims 1, 2, 4, 13, and 15 are rejected under 35 U.S.C. § 102(b) as being allegedly 

anticipated by Applicant's Admitted Prior Art (hereinafter "APA") and claims 5, 6, 16, and 17 

are rejected under 35 U.S.C. § 103(a) as being unpatentable over APA in view of U. S. Patent 

No. 6,303,462 to Gidon (hereinafter "Gidon"). These rejections are traversed in view of the 

following comments. 

Of the rejected claims, only claims 1 and 13 are independent. The Examiner contends 
that APA discloses each feature of independent claims 1 and 13. This rejection is not 
supportable for at least the following reasons. First, claim 1 recites "a split-dicing step of 
forming cutting dicing grooves, on a side opposite to the one side of the base plate where the 
intermediate dicing grooves are formed." 

Turning to the APA, it discloses a dicing method where one side of a glass plate 10 is 
bonded to a tacky-adhesive tape 21 to be fixed. The tapered grooves (V-grooves) 31 having a V- 
shaped cross-section are formed along the predetermined cutting lines on the surface of the glass 
plate 10 by means of a tapered wide blade 41 having a V-shaped acute cutting-edge . 
Subsequently, the tacky- adhesive tape 21 is peeled off. A tacky-adhesive tape 22 is bonded to 
the side of the glass plate where the tapered grooves 31 are provided. Then, the dicing grooves 
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are formed from the side opposite to the side of dicing blade 42 having a width smaller than each 
of the tapered grooves 31 . The dicing blade is applied in such a manner that the cutting edge of 
the dicing blade 42 reaches the inside of the tapered grooves 31. Then, the glass plate 10 is cut 
(see Figs. 15A-15C; 7-9 of the specification). 

In APA, however, the tapered grooves , made with a blade having a V-shaped acute 
cutting-edge, are formed on a side opposite to the side of applying a dicing blade that makes the 
dicing grooves. That is, APA only discloses having the tapered grooves on a side opposite from 
the dicing groove . As is clear from the APA, it fails to teach or suggest having the intermediate 
dicing grooves on a side opposite from the dicing grooves. In short, the APA fails to teach or 
suggest having dicing grooves on both sides. Instead, in the APA, on the one side, there are one 
type of grooves, e.g., the tapered grooves made with a type of blade such as the tapered blade, 
and on the other side, having another type of grooves, e.g., the dicing grooves made with the 
other type of blade such as the dicing blade. In short, the APA fails to teach or suggest having 
the dicing grooves on both sides. 

In summary, the deficiencies of the APA fall to the Examiner's burden to show inherent 
inclusion of the claim elements. Therefore, for all the above reasons, independent claim 1 is 
patentable. Claims 2 and 4 are patentable at least by virtue of their dependency on claim 1 . 

In addition, claim 2 recites: "in the intermediate dicing step, tapered grooves are formed 
on one side of the base plate along the predetermined cutting lines so as to have inclined surfaces 
on both sides of each tapered groove, and thereafter, the intermediate dicing grooves are 
provided." With respect to claim 2, the Examiner alleges that the tapered grooves 31 , as taught 
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in the APA, are equivalent to both the dicing grooves as set forth in claim 1 and the tapered 
grooves as set forth in claim 2. By simple claim differentiation, one type of grooves (the tapered 
grooves) can not anticipate two different types of grooves, the tapered grooves set forth in the 
dependent claim 2 and the dicing grooves set forth in claim 1 . For at least this additional reason, 
claim 2 is patentable over the APA. 

With respect to claim 13, it recites limitations similar to the limitations argued above with 
respect to claim 1 . Since claim 13 contains features that are similar to the features argued above 
with respect to claim 1, those arguments are respectfully submitted to apply with equal force 
here. For at least substantially the same reasons, claim 13 is patentably distinguishable from the 
APA. Moreover, claim 1 5 is patentable at least by virtue of its dependency on claim 13. 

Next, with respect to the rejections under 103, Applicant respectfully traverses these 
rejections in view of the following arguments. 

The Examiner contends that claims 5, 6, 16, and 17 are rejected under 35 U.S.C. § 103 
(a) as being unpatentable over APA in view of U. S. Patent No. 6,303,462 to Gidon (hereinafter 
"Gidon"). Claims 5 and 6 depend on claim 1 and claims 16 and 17 depend on claim 13. It was 
already demonstrated that the APA does not meet all the requirements of independent claims 1 
and 13. Gidon is relied upon only for its teaching of an anti-reflection film (see page 5 of the 
Office, Action). Clearly, Gidon does not compensate for the above-identified deficiencies of the 
APA. Together, the combined teachings of these references would not have (and could not have) 
led the artisan of ordinary skill to have achieved the subject matter of claims 1 and 13. Since 
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claims 5, 6, 16, and 17 dependent upon claim 1 or 13, they may be patentable at least by virtue of 
their dependency. 

V. Allowable Subject Matter 

Claims 3, 7, and 14 are objected to as being dependent upon a rejected base claim, but 

would be allowable if rewritten in the independent form including all of the limitations of their 
respective base claims and any intervening claims. Applicant respectfully holds the rewriting of 
these claims in abeyance until arguments presented with respect to claims 1 and 13 have been 
reconsidered. 

VI. New Claims 

In order to provide more varied protection, Applicant adds claims 18-22. Claims 18-22 
are patentable at least by virtue of their dependency on claim 1 . 

VII. Conclusion 

In view of the above, reconsideration and allowance of this application are now believed 
to be in order, and such actions are hereby solicited. If any points remain in issue which the 
Examiner feels may be best resolved through a personal or telephone interview, the Examiner is 
kindly invited to contact the undersigned attorney at the telephone number listed below. 
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The USPTO is directed and authorized to charge all required fees, except for the Issue 
Fee and the Publication Fee, to Deposit Account No. 19-4880. Please also credit any 
overpayments to said Deposit Account. 




Respectfully submitted, 



SUGHRUE MION, PLLC 
Telephone: (202) 293-7060 
Facsimile: (202) 293-7860 



WASHINGTON OFFICE 



23373 



CUSTOMER NUMBER 



Date: June 2, 2005 



Attorney Docket No.: Q77500 
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